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I. INTRODUCTION 
 

The Lanham Act1 is the foundation for United States federal trademark 
law and includes the federal registration process. Until recently, Section 2(a) 
of the law barred the registration of marks that were comprised of “immoral, 
deceptive, or scandalous matter; or matter which may disparage or falsely 
suggest a connection with persons, living or dead, institutions, beliefs, or 
national symbols, or bring them into contempt, or disrepute.”2 

In 2016, the “disparagement clause” of the Lanham Act (hereinafter 
“Disparagement Clause”) was challenged in the United States Supreme Court 
as unconstitutional under the Free Speech Clause of the First Amendment in 
the case of Matal v. Tam.3 Simon Tam, lead singer of a rock band called 
“The Slants,” wanted to trademark the band’s name but was refused 
registration by the United States Patent and Trademark Office on the grounds 
that the name was disparaging. 

In 2017, the Supreme Court issued its judgment in the Matal case. In 
writing for the Court, Justice Alito stated that the Disparagement Clause of 
the Lanham Act violated the Free Speech Clause.4 The Matal Court chose 
this opportunity to balance and/or judge the Lanham Act against the First 
Amendment by an 8-0 vote (Justice Gorsuch was not involved).5 It appears 
from the votes, as well as the varying opinions, that the Supreme Court has 
indicated a clear interest in deregulating speech jurisprudence, offset by a bit 
of caution. A full review of the Matal opinion, along with other current 
caselaw, is necessary to deduce whether this Court is fully prepared to 
deregulate speech by way of the First Amendment. 

The Matal opinion unlocks new issues in trademark law--the most 
fundamental question being: What is the current relationship between 

                                                   
* J.D., Assistant Professor of Music Business, Curb College of Entertainment and Music 
Business, Belmont University, Nashville, Tennessee. 
1 15 U.S.C. §§ 1051-1052 (2012). 
2 Id. § 1052(a). 
3 137 S. Ct. 1744 (2017). 
4 Id. at 1765. 
5 Id. at 1751.  
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trademark law and the First Amendment? Another important question raised 
by the Matal opinion, which will also be investigated in this article, is 
whether the import of Central Hudson Gas & Electric Corp. v. Public 
Service Commission of New York6 to commercial free speech has been 
reinforced or whether this Court has begun moving to place commercial 
speech on par with noncommercial speech. 

This article will explore current trademark law, in light of the Matal 
decision, including its history, registration process, benefits, as well as its 
alternatives; survey the history of the Lanham Act, as well as the Free 
Speech Clause of the First Amendment; analyze the Matal decision to 
determine how the Free Speech Clause of the First Amendment now impacts 
trademark law; and consider the ramifications this case may have on free 
speech in America. Accordingly, a careful examination of Matal will not 
only serve as guidance for the understanding and practice of the revised 
trademark law, specifically, and intellectual property law, generally, but it 
will also predict the judicial activism or restraint the United States Supreme 
Court may exercise with regard to other free speech issues. 

 
II. TRADEMARK LAW 

 
A. History of Trademark Law 

 
History teaches that distinctive markings to indicate ownership have 

long been utilized. The first markings on products demonstrating ownership 
were the branding of cattle and other animals.7 Even Chapter 4 of the book of 
Genesis in the Bible notes that Cain was “marked” as a sign that he had been 
expelled from the Garden of Eden.8 In medieval England, with the rise of the 
guild system, unique marks were used so that such marks would fix 
responsibility on makers for their defective products.9 With the expansion of 
markets and distribution systems, another function for these particular marks 
continued to develop – identification of goods by customers.10 This 
“medieval production mark” developed into our modern-day trademark.11 

“The principle underlying trademark protection is that distinctive marks 
– words, names, symbols, and the like – can help distinguish a particular 

                                                   
6 Cent. Hudson Gas & Elec. Corp. v. Pub. Serv. Comm’n, 447 U.S. 557 (1980). 
7 Sidney A. Diamond, The Historical Development of Trademarks, 65 TRADEMARK REP. 265, 
266 (1975). 
8 Id. 
9 RESTATEMENT (THIRD) OF UNFAIR COMPETITION § 9 cmt. b (1993). 
10 Id. 
11 Id. 
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artisan’s goods from those of others.”12 A free market could scarcely exist 
without the security provided by trademark law. Equity and common law 
have always provided some protection of American trademarks.13 As early as 
1772, a farmer, businessman, and founding father of America by the name of 
George Washington sought relief in the American federal court system 
seeking a trademark for his brand of flour.14 In 1791, Samuel Breck, another 
founding father and sailcloth maker, petitioned for registration of his mark, 
which was referred by the U.S. Congress to the Secretary of State Thomas 
Jefferson for review.15 Mr. Jefferson opined that there were benefits of 
trademark protection and recommended regulatory protections, including a 
registration system. However, nothing came of Mr. Jefferson’s efforts for 
many years.16 

Finding Congress apathetic in its response to Mr. Jefferson’s suggestion 
of a federal statute, the people continued, at a very slow rate, to turn to the 
court system and common law for relief. Early in our country’s history, most 
reported federal cases were broadly considered trademark issues, but were 
more specifically trade identity and unfair competition cases,17 with the first 
occurring in 1837 in the case of Thomson v. Winchester.18 It was not until 
1867, in the case of Burnett v. Phalon,19 that America saw its first pure 
federal trademark case. Accordingly, during this period of time, trademark 
protection was generally the province of the states which presented a 
“piecemeal approach” at best.20 

In order to provide uniformity and definite rights to owners of 
trademarks in interstate commerce, Congress finally enacted its first federal 
trademark registration statute in 1870 which was later found unconstitutional 
by the Supreme Court in 1879.21 Congress responded with the passage of 
several trademark laws. The most current law, the Trademark Act of 1946 
(effective July 5, 1947),22 is commonly referred to as the Lanham Act 
(Section 32).23 A trademark is defined in the Lanham Act “as any word, 
name, symbol, or device, or any combination thereof used by a person, or 

                                                   
12 B & B Hardware v. Hargis Indus., 135 S. Ct. 1293, 1299 (2015). 
13 Beverly W. Pattishall, The Constitutional Foundations of American Trademark Law, 78 
TRADEMARK REP. 456, 457 (1988). 
14 T. Grubisich, Washington's Flour, CHI. SUN-TIMES, Apr. 23, 1976, at 46. 
15 Beverly W. Pattishall, Two Hundred Years of American Trademark Law, 68 TRADEMARK 

REP. 121, 122-23 (1978). 
16 Id. 
17 Id.  
18 Id. (citing 36 Mass. (19 Pick) 214 (1837)). 
19 Burnett v. Phalon, 5 Abb. Pr. N. S. 212 (1867). 
20 Two Pesos v. Taco Cabana, 505 U.S. 763, 780-82 (1992) (Stevens, J., concurring). 
21 Pattishall, supra note 15, at 127-29.  
22 15 U.S.C. §§ 1051, et seq. (2012). 
23 Pattishall, supra note 15, at 134-37.  
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which a person has a bona fide intention to use in commerce and applies to 
register on the principal register . . . to identify and distinguish his or her 
goods, including a unique product, from those manufactured or sold by 
others and to indicate the source of the goods . . . .”24 Trademarks “make up 
part of the expression of everyday life, as with the names of entertainment 
groups, broadcast networks, designer clothing, newspapers, automobiles, 
candy bars, toys, and so on.”25 

The goals of Congress in enacting the Lanham Act were, although not 
exclusively, to “protect the public so it may be confident that, in purchasing a 
product bearing a particular trade-mark which it favorably knows, it will get 
the product which it asks for and wants to get,”26 and to make sure that a 
holder could protect “his investment from . . . misappropriation by pirates 
and cheats.”27 

 
B. Alternatives to and Benefits of Federal Trademark Registration 

 
It is well settled that a valid trademark can be utilized in commerce 

without federal registration. What is not as well-known is how unregistered 
trademarks may still be as enforceable or as strong as those approved under 
the Trademark Law of the Lanham Act. Section 43(a) of the Lanham Act28 
created a federal cause of action outside of Section 32 for trademark 
infringement and encompasses a broad range of practices.29 The 
Anticybersquatting Consumer Protection Act may also provide some 
protection to unregistered trademarks.30 Also, certainly, state law trademark 
systems remain potential avenues for protection. However, most states, 
following the lead of the federal government, have adopted the Model State 
Trademark Act – a bill modeled on the Lanham Act, including the 
Disparagement Clause.31 Without federal registration, an owner’s common 
law rights, if any, would be limited to the territory where the mark is 
known.32 Accordingly, although alternatives exist, federal registration 
provides important procedural and substantive legal rights, as well as 

                                                   
24 15 U.S.C. § 1127 (2012). 
25 Matal v. Tam, 137 S. Ct. 1744, 1768 (2017). 
26 Two Pesos v. Taco Cabana, 505 U.S. 763, 781-82 (1992) (Stevens, J., concurring) (quoting 
S. Rep. No. 79-1333, at 3 (1946)). 
27 Id. 
28 15 U.S.C. § 1125 (2012). 
29 Inwood Laboratories v. Ives Laboratories, 456 U.S. 844, 858-59 (1982). 
30 15 U.S.C. § 1125(d) (2012). 
31 In re Tam, 808 F.3d 1321, 1343-44 (Fed. Cir. 2015), aff’d sub nom. Matal v. Tam, 137 S. 
Ct. 1744 (2017). 
32 Id. at 1343. 
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“financially valuable benefits”33 to owners of trademarks. Therefore, 
“registration is significant.”34 The Matal Court identified some of the specific 
benefits of federal registration: 

 
Federal registration, however, “confers important legal rights and 
benefits on trademark owners who register their marks.” B & B 
Hardware, 575 U. S., at ___, 135 S. Ct. 1293, 191 L. Ed. 2d 222, 
232 (internal quotation marks omitted). Registration on the 
principal register (1) “serves as ‘constructive notice of the 
registrant’s claim of ownership’ of the mark,” ibid. (quoting 15 
U.S.C. §1072); (2) “is ‘prima facie evidence of the validity of the 
registered mark and of the registration of the mark, of the owner’s 
ownership of the mark, and of the owner’s exclusive right to use 
the registered mark in commerce on or in connection with the 
goods or services specified in the certificate,’” B & B Hardware, 
575 U.S. ___, 135 S. Ct. 1293, 191 L. Ed. 2d 222, 232 (quoting 
§1057(b)); and (3) can make a mark “‘incontestable’” once a mark 
has been registered for five years,” ibid. (quoting §§1065, 1115(b)); 
see Park ’N Fly, 469 U. S., at 193. Registration also enables the 
trademark holder “to stop the importation into the United States of 
articles bearing an infringing mark.” 3 McCarthy §19:9, at 19-38; 
see 15 U.S.C. §1124.35 

 
C. Trademark Application Approval and Disapproval Process 

 
To obtain the benefits of registration, a mark owner must first file an 

application with the United States Patent and Trademark Office 
(“USPTO”),36 the gatekeeper for the federal registration system. Thereafter, 
the USPTO proceeds to determine if registration is warranted. The USPTO 
must register source-identifying trademarks unless the mark falls within one 
of the categories of marks precluded from registration.37 

                                                   
33 Id. at 1340.     
34 B & B Hardware v. Hargis Indus., 135 S. Ct. 1293, 1300 (2015). 
35 Matal, 137 S. Ct. at 1753.  
36 15 U.S.C. § 1051(a) (2012). 
37 15 U.S.C. § 1052 (2012). The entire section reads: 
  

No trademark by which the goods of the applicant may be distinguished from the 
goods of others shall be refused registration on the principal register on account of 
its nature unless it--  

(a) Consists of or comprises immoral, deceptive, or scandalous matter; or matter 
which may disparage or falsely suggest a connection with persons, living or dead, 
institutions, beliefs, or national symbols, or bring them into contempt, or 
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disrepute; or a geographical indication which, when used on or in connection with 
wines or spirits, identifies a place other than the origin of the goods and is first 
used on or in connection with wines or spirits by the applicant on or after one year 
after the date on which the WTO Agreement (as defined in section 2(9) of the 
Uruguay Round Agreements Act [19 USCS § 3501(9)]) enters into force with 
respect to the United States. 

(b) Consists of or comprises the flag or coat of arms or other insignia of the United 
States, or of any State or municipality, or of any foreign nation, or any simulation 
thereof. 

(c) Consists of or comprises a name, portrait, or signature identifying a particular 
living individual except by his written consent, or the name, signature, or portrait 
of a deceased President of the United States during the life of his widow, if any, 
except by the written consent of the widow. 

(d) Consists of or comprises a mark which so resembles a mark registered in the 
Patent and Trademark Office, or a mark or trade name previously used in the 
United States by another and not abandoned, as to be likely, when used on or in 
connection with the goods of the applicant, to cause confusion, or to cause 
mistake, or to deceive: Provided, That if the Director determines that confusion, 
mistake, or deception is not likely to result from the continued use by more than 
one person of the same or similar marks under conditions and limitations as to the 
mode or place of use of the marks or the goods on or in connection with which 
such marks are used, concurrent registrations may be issued to such persons when 
they have become entitled to use such marks as a result of their concurrent lawful 
use in commerce prior to (1) the earliest of the filing dates of the applications 
pending or of any registration issued under this Act; (2) July 5, 1947, in the case 
of registrations previously issued under the Act of March 3, 1881, or February 20, 
1905, and continuing in full force and effect on that date; or (3) July 5, 1947, in 
the case of applications filed under the Act of February 20, 1905, and registered 
after July 5, 1947. Use prior to the filing date of any pending application or a 
registration shall not be required when the owner of such application or 
registration consents to the grant of a concurrent registration to the applicant. 
Concurrent registrations may also be issued by the Director when a court of 
competent jurisdiction has finally determined that more than one person is entitled 
to use the same or similar marks in commerce. In issuing concurrent registrations, 
the Director shall prescribe conditions and limitations as to the mode or place of 
use of the mark or the goods on or in connection with which such mark is 
registered to the respective persons. 

(e) Consists of a mark which (1) when used on or in connection with the goods of 
the applicant is merely descriptive or deceptively misdescriptive of them, (2) when 
used on or in connection with the goods of the applicant is primarily 
geographically descriptive of them, except as indications of regional origin may be 
registrable under section 4 [15 USCS § 1054], (3) when used on or in connection 
with the goods of the applicant is primarily geographically deceptively 
misdescriptive of them, (4) is primarily merely a surname, or (5) comprises any 
matter that, as a whole, is functional. 

(f) Except as expressly excluded in subsections (a), (b), (c), (d), (e)(3), and (e)(5) 
of this section, nothing herein shall prevent the registration of a mark used by the 
applicant which has become distinctive of the applicant's goods in commerce. The 
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In 1980, the Supreme Court in Central Hudson reviewed the registration 
restrictions of deceptive speech (marks likely to “cause confusion, or to 
cause mistake, or to deceive,”38), and they determined that such did not run 
afoul of the First Amendment as “[t]he government may ban forms of 
communication more likely to deceive the public than to inform it.”39 This 
case has been relied upon in most all commercial speech First Amendment 
questions. 

In particular, this article analyzes Section 1052(a) which, in part, states 
that marks may not be registered if the mark consists of: “. . . matter which 
may disparage or falsely suggest a connection with persons, living or dead, 
institutions, beliefs, or national symbols, or bring them into contempt, or 
disrepute . . . .”40 

 
III. THE LAW MEETS MATAL V. TAM 

 
A. The Disparagement Clause 

 
Prior to the United States Supreme Court’s decision in Matal,41 one such 

review made by the USPTO was whether the mark may “disparage . . . or 
bring . . . into contempt or disrepute” any persons, living or dead”42 (the 
“Disparagement Clause”). Although this clause appeared in the original 1946 
version of the Lanham Act, rejections and cancellations of marks based on 

                                                                                                                        
Director may accept as prima facie evidence that the mark has become distinctive, 
as used on or in connection with the applicant's goods in commerce, proof of 
substantially exclusive and continuous use thereof as a mark by the applicant in 
commerce for the five years before the date on which the claim of distinctiveness 
is made. Nothing in this section shall prevent the registration of a mark which, 
when used on or in connection with the goods of the applicant, is primarily 
geographically deceptively misdescriptive of them, and which became distinctive 
of the applicant's goods in commerce before the date of the enactment of the North 
American Free Trade Agreement Implementation Act [enacted Dec. 8, 1993]. A 
mark which would be likely to cause dilution by blurring or dilution by 
tarnishment under section 43(c) [15 USCS § 1125(c)], may be refused registration 
only pursuant to a proceeding brought under section 13 [15 USCS § 1063]. A 
registration for a mark which would be likely to cause dilution by blurring or 
dilution by tarnishment under section 43(c) [15 USCS § 1125(c)], may be 
canceled pursuant to a proceeding brought under either section 14 or section 24 
[15 USCS § 1064 or 1092]. 
 

38 15 U.S.C. § 1052(d) (2012). 
39 Cent. Hudson Gas, 447 U.S. at 563. 
40 15 U.S.C. § 1052(a) (2012). 
41 137 S. Ct. 1744 (2017). 
42 15 U.S.C. § 1052(a) (2012). 
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the Disparagement Clause were few until the last several decades.43 In these 
recent decades, the amount of rejections and cancellations has increased 
based on this theory, including the cancellation of the Washington Redskins 
trademark.44 In light of the Matal case, the U.S. Court of Appeals for the 
Fourth Circuit vacated its decision to cancel the NFL team’s trademark 
registration. 

The Disparagement Clause, of course, was created based on public 
policy reasonings. Among them was the perceived government interest in 
preventing underrepresented groups from being bombarded with demeaning 
messages in commercial advertising45 and in protecting the sensibilities of 
those who may be offended by such marks.46 Another public policy reason 
for the Disparagement Clause was to protect the orderly flow of commerce.47 

Because “disparage” is neither defined in the current statute nor in the 
prior statute, great leeway has been given to the USPTO and the courts when 
faced with a “disparagement” review. Prior to the Matal case, the USPTO 
examining attorney was, according to the Trademark Manual of Examining 
Procedure, to first determine whether the interest disparaged by the mark 
was commercial or non-commercial.48 The following two-part test applied in 
cases involving disparagement of a non-commercial interest: 

 
(1) What is the likely meaning of the matter in question, taking into 
account not only dictionary definitions, but also the relationship of 
the matter to the other elements in the mark, the nature of the goods 
or services, and the manner in which the mark is used in the 
marketplace in connection with the goods or services; and 

(2) If that meaning is found to refer to identifiable persons, 
institutions, beliefs or national symbols, whether that meaning may 
be disparaging to a substantial composite of the referenced group.49 
 
In the rare situations where the ostensibly disparaging mark related to a 

commercial interest, the examiner was to apply the following two-part test: 
 

                                                   
43 In re Tam, 808 F.3d at 1330 (Fed. Cir. 2015), aff’d sub nom. Matal v. Tam, 137 S. Ct. 1744 
(2017).    
44 Id.    
45 Id. at 1364 (Dyk, J., concurring in part and dissenting in part).    
46 Megan M. Carpenter & Kathryn T. Murphy, Symposium: On Intellectual Property Law: 
Calling Bulls**t on the Lanham Act: The 2(a) Bar for Immoral, Scandalous, and Disparaging 
Marks, 49 U. LOUISVILLE L. REV. 465, 467-8 (2010). 
47 In re Tam, 808 F.3d at 1376-1379 (Reyna, J., dissenting).    
48 U.S. PATENT & TRADEMARK OFFICE, U.S. DEP’T OF COMMERCE, TRADEMARK MANUAL OF 

EXAMINING PROCEDURE § 1202.04(e), at 1202-13 (2d ed. 1993)). 
49 Id. 
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(1) Whether the communication reasonably would be understood as 
referring to the commercial entity; and 
(2) Whether the communication is disparaging, that is, would be 
considered offensive or objectionable by a reasonable person of 
ordinary sensibilities.50 
In either case (commercial or non-commercial), the examiner’s 

judgment was required. And, in either case, the Trademark Manual of 
Examining Procedure did not require the examiner to seek input, direction or 
review from a supervisor.51 Not only was uncertainty created by the highly 
subjective nature of the decision making, but also by the ever-changing 
usages of words in our society.52 As such, if the examiner, based on personal 
thoughts, background, prejudices, and/or experiences, judged the mark as 
disparaging, he or she was to refuse and/or cancel registration. 

 
B. Facts of the Tam Case 

 
Disparaging and/or “offensive” to “persons of Asian descent” was the 

reason given by the USPTO examiner for the denial of registration of the 
mark, “THE SLANTS.”53 The examiner further explained that the term 
“slants” had a “long history of being used to deride and mock a physical 
feature” of people of Asian descent.54 

Simon Tam had named his Asian-American band, of which he was the 
lead singer, “THE SLANTS” to “reclaim and “take ownership” of Asian 
stereotypes.55 The band’s albums included “The Yellow Album” and 
“Slanted Eyes, Slanted Hearts.”56 When Mr. Tam sought to register the mark, 
“THE SLANTS,” in 2011, he was denied not only by the USPTO examining 
attorney, but also by the USPTO’s Trademark Trial and Appeal Board 
(“TTAB”) on the basis that there was “a substantial composite of persons 
who find the term in the applied-for mark offensive.”57 Mr. Tam appealed to 
a panel of the U.S. Court of Appeals for the Federal Circuit alleging that the 
mark was not “disparaging” and questioned the constitutionality of the 
Lanham Act provision which had previously allowed the USPTO to reject 
“disparaging trademarks.”58 Initially, the three-judge appellate panel affirmed 

                                                   
50 Id. 
51 In re Tam, 808 F.3d at 1331.    
52 Id. at 1341-42. 
53 Id. at 1331.    
54 Id.    
55 Id.    
56 Id.    
57 Id. at 1331-32.    
58 In re Tam, 785 F.3d 567, 570-71 (Fed. Cir. 2015), vacated, 600 F. App’x 775 (Fed. Cir. 
2015) (per curiam). 
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the TTAB’s decision finding that the mark was disparaging.59 Thereafter, in a 
nine to three ruling of the en banc Federal Circuit, the court overruled the 
three judge panel of the Federal Circuit and ultimately found that the 
Disparagement Clause was unconstitutional under the First Amendment’s 
Free Speech Clause.60 The government filed a petition for certiorari with the 
U.S. Supreme Court which was granted to decide whether the disparagement 
clause was “facially invalid under the Free Speech Clause of the First 
Amendment.”61 

 
C. Why Did it Take this Long to Raise a First Amendment Challenge to 

the Disparagement Clause of the Lanham Act? 
 

As noted herein, although the Disparagement Clause appeared in the 
original 1946 version of the Lanham Act, it was only within the last several 
decades that rejections of applications and cancellations of marks were based 
on this theory.62 It seems strange that in this era of “protecting our 
constitution rights” that the Disparagement Clause had not already been 
tested against the First Amendment or for its vagueness—but in fact, it had. 

As had several other courts before it, the lower courts (TTAB and a 
panel of the Federal Circuit) in the Matal case followed the precedent of In 
Re McGinley in holding that refusal to register under the Disparagement 

                                                   
59 Id. at 573. 
60 In re Tam, 808 F.3d 1321. 
61 Matal v. Tam, 137 S. Ct. at 1755 (2017). 
62 See In re Tam, 808 F.3d at 1330. (“Marks that the PTO has found to be disparaging include: 
REDSKINS, Pro-Football, Inc. v. Blackhorse, 112 F. Supp. 3d 439 (E.D. Va. 2015) (2014 
PTO cancellation determination currently on appeal in Fourth Circuit); STOP THE 
ISLAMISATION OF AMERICA, In re Geller, 751 F.3d 1355 (Fed. Cir. 2014); THE 
CHRISTIAN PROSTITUTE (2013); AMISHHOMO (2013); MORMON WHISKEY (2012); 
KHORAN for wine, In re Lebanese Arak Corp., 94 U.S.P.Q.2d 1215 (T.T.A.B. Mar. 4, 2010); 
HAVE YOU HEARD THAT SATAN IS A REPUBLICAN? (2010); RIDE HARD RETARD 
(2009); ABORT THE REPUBLICANS (2009); HEEB, In re Heeb Media, LLC, 89 
U.S.P.Q.2d 1071 (T.T.A.B. Nov. 26, 2008); SEX ROD, Bos. Red Sox Baseball Club L.P. v. 
Sherman, 88 U.S.P.Q.2d 1581 (T.T.A.B. Sept. 9, 2008) (sustaining an opposition on multiple 
grounds, including disparagement); MARRIAGE IS FOR FAGS (2008); DEMOCRATS 
SHOULDN'T BREED (2007); REPUBLICANS SHOULDN'T BREED (2007); 2 DYKE 
MINIMUM (2007); WET BAC/WET B.A.C. (2007); URBAN INJUN (2007); SQUAW 
VALLEY, In re Squaw Valley Dev. Co., 80 U.S.P.Q.2d 1264 (T.T.A.B. June 2, 2006); DON'T 
BE A WET BACK (2006); FAGDOG (2003); N.I.G.G.A. NATURALLY INTELLIGENT 
GOD GIFTED AFRICANS (1996); a mark depicting a defecating dog, Greyhound Corp. v. 
Both Worlds, Inc., 6 U.S.P.Q.2d 1635 (T.T.A.B. Mar. 30, 1988) (found to disparage 
Greyhound's trademarked running dog logo); an image consisting of the national symbol of 
the Soviet Union with an “X” over it, In re Anti-Communist World Freedom Cong., Inc., 161 
U.S.P.Q. 304 (T.T.A.B. Feb. 24, 1969); DOUGH-BOY for “a prophylactic preparation for the 
prevention of venereal diseases,” Doughboy Indus., Inc. v. Reese Chem. Co., 88 U.S.P.Q. 227 
(T.T.A.B. Jan. 25, 1951).   
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Clause did not bar the applicant from using the mark in commerce, and, 
therefore, did not implicate the First Amendment.63 In Re McGinley,64 a 1981 
ruling of the United States Court of Customs and Patent Appeals, may have 
been the first to address this type of First Amendment challenge to 15 
U.S.C.§1052(a). Although the McGinley challenge focused on the “immoral 
and scandalous” portion of the statute, the reasoning was accepted for 
“disparagement” claims, as well. In McGinley, the court justified the 
restrictions based on public policy reasoning.65 More than thirty years before, 
the analysis by the Court in McGinley was: 

 
With respect to appellant's First Amendment rights, it is clear that 
the PTO's refusal to register appellant's mark does not affect his 
right to use it. No conduct is proscribed, and no tangible form of 
expression is suppressed. Consequently, appellant's First 
Amendment rights would not be abridged by the refusal to register 
his mark.66 
 
The McGinley First Amendment analysis was “cursory” and “without 

citation to legal authority.”67 It was also “decided at a time when the First 
Amendment had only recently been applied to commercial speech”68 in the 
Central Hudson case.69 In Central Hudson, speech proposing a commercial 
transaction was subject to government regulation.70 Other courts seem to 
have relied on the McGinley reasoning, sometimes without any further 
analysis. The Fifth Circuit wrote that “[w]e join our sister circuit in rejecting 
[the applicant's] argument that prohibiting him from registering a mark with 
the PTO violates his [F]irst [A]mendment rights.”71 Also, a district court in 
the Eastern District of Virginia relied upon McGinley when it concluded that 
the cancellation of trademark registrations under the disparagement clause 
did not implicate the First Amendment.72 

                                                   
63 Id. at 1333.  
64 In re McGinley, 660 F.2d 481 (C.C.P.A. 1981), overruled in part by In re Tam, 808 F.3d 
1321 (Fed Cir. 2015). 
65 Id. 
66 Id. at 484. 
67 In re Tam, 808 F.3d at 1333-34.  
68 Id. at 1334.  
69 Cent. Hudson Gas, 447 U.S. at 563. 
70 Id. 
71 Test Masters Educ. Servs. v. Singh, 428 F.3d 559, 578 n.9 (5th Cir. 2005). 
72 Pro-Football v. Blackhorse, 112 F. Supp. 3d 439, 454 (E.D. Va. 2015) vacated, 609 F. 
App’x 182 (4th Cir. 2018) (mem.) (“[T]he Court agrees with the Federal Circuit and Fifth 
Circuit and holds that Section 2(a) of the Lanham Act does not implicate the First 
Amendment.”). 
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The Matal en banc Federal Circuit Court held that the “First 
Amendment jurisprudence on the unconstitutional conditions doctrine and 
the protection accorded to commercial speech has evolved significantly since 
the McGinley decision.”73 For more than thirty years, the United States Court 
of Appeals for the Federal Circuit and others had relied on the holding in 
McGinley, even though the decision and the Federal Circuits’ reliance on the 
decision had been widely criticized.74 Such blind reliance ended with the 
Matal case. 

The issue before the U.S. Supreme Court was clear and precise: Does 
the Disparagement Clause of the Lanham Act violate the Free Speech Clause 
of the First Amendment? However, the Matal opinion was not quite as clear 
as the issue. In order to understand the opinions offered in the Matal case, 
one must understand the historical underpinnings of the First Amendment. 

 
D. History of the First Amendment 

 
The First Amendment, passed by Congress on September 25, 1789, and 

ratified on December 15, 1791, states that “Congress shall make no law . . . 
abridging the freedom of speech.”75 This provision embodies “our profound 
national commitment to the free exchange of ideas.”76 With few defined 
exceptions, “the First Amendment Free Speech Clause means that 
government has no power to restrict expression because of its message, its 
ideas, its subject matter, or its content.”77 In sum, “the Free Speech Clause 
restricts regulation by the government of private speech.”78 It does not, 
however, regulate government speech. A fundamental principle of the First 
Amendment is that the government may not punish speech based on 
disapproval of the ideas or perspectives the speech conveys.79 It should be 
noted that free speech and the First Amendment did not receive the attention 
of Supreme Court until the twentieth century.80 

The free speech guarantee extends to any conduct that is conventionally 
understood as expressive political speech (such as waving a flag, wearing an 

                                                   
73 In re Tam, 808 F.3d at 1334.  
74 In re Tam, 808 F.3d at 1333-34. See also In re Fox, 702 F.3d 633, 635 (Fed. Cir. 2012); In 
re Blvd. Entm't, 334 F.3d 1336, 1343 (Fed. Cir. 2003); In re Mavety Media Grp., 33 F.3d 
1367, 1374 (Fed. Cir. 1994).  
75 U.S. CONST. amend. 1. 
76 Harte-Hanks Commc'ns v. Connaughton, 491 U.S. 657, 686 (1989). 
77 Bolger v. Youngs Drug Products Corp., 463 U.S. 60, 65 (1983) (quoting Police Department 
of Chi. v. Mosley, 408 U.S. 92, 95 (1972)).    
78 Pleasant Grove City v. Summum, 555 U.S. 460, 467 (2009). 
79 Rosenberger v. Rector and Visitors of Univ. of Va., 515 U.S. 819, 828-29 (1995).  
80 Mark Denbeaux, The First Word of the First Amendment, 80 NW. U. L. REV. 1156, 1202 
(1986). 
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armband or burning a flag), as well as speech about religion, science, 
morality, social conditions and daily life.81 However, the Free Speech Clause 
in no way restricts actions by private employers, property owners, churches, 
and the like. Hence, it protects individuals against the actions of governments 
(federal and state) but does not protect individuals against the actions of 
private individuals or companies. 

Like other First Amendment principles, however, the free speech 
doctrine is not absolute.82 “From 1791 to the present,” the First Amendment 
has “permitted restrictions upon the content of speech in a few limited areas,” 
and has never “include[d] a freedom to disregard these traditional 
limitations.”83 These categories, which include obscenity,84 defamation,85 
fraud,86 incitement,87 and speech integral to criminal conduct,88 are well-
defined. 

 
1. Test to Determine if the First Amendment has been Violated 

 
There are three requirements for finding a violation of the First 

Amendment:89 
 
(1) The speech must be protected speech.90 

(2) There must be government action that curtails the protected speech 
in a way that implicates the First Amendment.91 

                                                   
81 Eugene Volokh, Freedom of Speech and of the Press, HERITAGE GUIDE TO THE 

CONSTITUTION, https://www.heritage.org/constitution/#!/amendments/1/essays/140/freedom-
of-speech-and-of-the-press (last visited Aug. 15, 2018). 
82 Hustler Magazine v. Falwell, 485 U.S. 46, 56 (1988). 
83 R.A.V. v. St. Paul, 505 U.S. 377, 382-83 (1992). 
84 Roth v. United States, 354 U.S. 476 (1957). 
85 Beauharnais v. Illinois, 343 U.S. 250 (1952). 
86 Va. Bd. of Pharmacy v. Va. Citizens Consumer Council, 425 U.S. 748 (1976). 
87 Brandenburg v. Ohio, 395 U.S. 444 (1969) (per curiam). 
88 Giboney v. Empire Storage & Ice Co., 336 U.S. 490 (1949). 
89 In re Tam, 785 F.3d 567, 574 (Fed. Cir. 2015), vacated, 600 F. App’x 775 (Fed. Cir. 2015) 
(per curiam). 
90 See, e.g., Roth v. United States, 354 U.S. 476 (1957) (obscenity is not protected by the First 
Amendment); Gertz v. Robert Welch, Inc., 418 U.S. 323 (1974) (defamation under certain 
circumstances is not protected by the First Amendment); Chaplinsky v. New Hampshire, 315 
U.S. 568 (1942) (“fighting words” are not protected by the First Amendment); see also R.A.V. 
v. City of St. Paul, 505 U.S. 377, 382-83 (1992) (“‘[T]he freedom of speech’ referred to by the 
First Amendment does not include a freedom to disregard these traditional limitations.”); 
United States v. Alvarez, 132 S. Ct. 2537, 2543-44 (2012) (plurality opinion).  
91 See, e.g., Texas v. Johnson, 491 U.S. 397, 405 (1989) (bans flag burning); Ark. Writers' 
Project v. Ragland, 481 U.S. 221, 229-30 (1987) (imposes taxes on certain publications). 
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(3) And, the abridging government action must be unconstitutional 
when analyzed under the appropriate framework developed by our 
common law. 

 
Generally, the framework is based upon a varying level of scrutiny of 

the underlying governmental action – e.g. strict scrutiny, intermediate 
scrutiny, rational basis – requiring a court to balance the government’s 
interest in the statute or regulation against the rights implicated by it. 
Viewing a government regulation under the strict scrutiny lens is to look 
upon the regulation or action of the government with great suspicion—in 
other words, with a lower presumption of validity. Viewing a government 
regulation under the intermediate scrutiny lens is to give the government the 
benefit of the doubt. Under the intermediate scrutiny test, “government laws 
and regulations may significantly restrict speech, as long as they also 
‘directly advance’ a ‘substantial’ government interest that could not ‘be 
served as well by a more limited restriction.’” 92 

 
2. First Amendment Framework - Speech 

 
Speech may not be regulated by the government based on its substantive 

content or the message it conveys.93 Thus, as it relates to private expression 
or speech, the government may not favor one speaker over another speaker or 
favor some ideas at the expense of others.94 When the government denies 
access to a speaker solely to suppress the point of view he advocates, the 
First Amendment has been violated.95 Any government regulation that 
burdens private speech because of government disapproval is subject to be 
reviewed based on strict scrutiny.96 

 
a. Content-Based Laws 

 
“Content-based laws—those that target speech based on its 

communicative content—are presumptively unconstitutional and may be 
justified only if the government proves that they are narrowly tailored to 
serve compelling state interests.”97 Strict scrutiny is used to review any 

                                                   
92 Sorrell v. IMS Health, 564 U.S. 552 (2011) (quoting Cent. Hudson Gas & Elec. Corp. v. 
Pub. Serv. Comm’n, 447 U.S. 557, 564 (1980)). 
93 Police Department of Chi. v. Mosley, 408 U.S. 92, 95 (1972). 
94 Members of City Council of L.A. v. Taxpayers for Vincent, 466 U.S. 789, 804 (1984). 
95 Cornelius v. NAACP Legal Defense & Ed. Fund, 473 U.S. 788, 806 (1985). 
96 In re Tam, 808 F.3d 1321, 1344 (Fed. Cir. 2015), aff’d sub nom. Matal v. Tam, 137 S. Ct. 
1744 (2017).    
97 Reed v. Town of Gilbert, 135 S. Ct. 2218, 2226 (2015); see also R.A.V. v. City of St. Paul, 
Minnesota, 505 U.S. 377, 395 (1992). 
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regulation by the government that “burdens private speech based on the 
disapproval of the message conveyed.”98 

 
b. Viewpoint-Based Laws 

 
A subset of content-based discrimination that is even more suspicious 

than content-based discrimination are those regulations that focus on the 
viewpoint expressed—the suppression of particular views on a subject—and 
are referred to as viewpoint discrimination. “The test for viewpoint 
discrimination is whether—within the relevant subject category—the 
government has singled out a subset of messages for disfavor based on the 
views expressed.”99 When the government disagrees with a message 
conveyed and regulates it, there is a need for heightened scrutiny.100 

 
3. First Amendment Framework - Commercial Speech 

 
Commercial speech has been defined as speech that does “no more than 

propose a commercial transaction.”101 For many years, commercial speech 
was excluded from any significant level of constitutional protection under the 
Free Speech Clause. Finally, in 1975, the Supreme Court in Bigelow v. 
Virginia102 ruled that commercial speech was worthy of protection under the 
First Amendment because, among other things, consumers depend on it (for 
example, advertising) to make economic decisions.103 In Virginia State Board 
of Pharmacy v. Virginia Citizens Consumer Council,104 the Supreme Court 
followed up highlighting the importance of the “free flow of commercial 
information.” 

In 1980, the Supreme Court, in Central Hudson, created the framework 
for determining the constitutionality of restrictions on commercial speech.105 
The Court in Central Hudson did not place commercial speech on the same 
level as noncommercial speech as they found that the Constitution “accords a 
lesser protection to commercial speech than to other constitutionally 
guaranteed expression,”106 and they explained that there is a distinction 
between speech proposing a commercial transaction (which is generally 

                                                   
98 In re Tam, 808 F.3d at 1334.    
99 Matal v. Tam, 137 S. Ct. 1744, 1750 (2017). 
100 See Ward v. Rock Against Racism, 491 U.S. 781, 791 (1989); see also Clark v. Cmty. for 
Creative Non-Violence, 468 U.S. 288, 295 (1984). 
101 Pittsburgh Press Co. v. Pittsburgh Comm’n on Human Relations, 413 U.S. 376, 385 (1973).     
102 Bigelow v. Virginia, 421 U.S. 809 (1975). 
103 Id. at 818. 
104 See 425 U.S. 748 (1976).  
105 Cent. Hudson Gas, 447 U.S. 557 (1980). 
106 Id. at 563. 
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subject to all forms of government regulation, including regulation related to 
the power of Congress to regulate commerce) and other types of speech.107 
Therefore, the Court placed greater restrictions on commercial speech. First, 
the Court reiterated that it may absolutely ban commercial communication 
that misleads, deceives, or is related to illegal activity, i.e. false commercial 
speech.108 The Court provided a four-part test for determining the 
constitutionality of restrictions placed by the government on commercial 
speech: first, the commercial speech in question “must concern lawful 
activity and not be misleading”109 (because otherwise, the speech can be 
banned). If the speech concerns lawful activity and is not misleading, then 
we are to ask whether (1) “the asserted governmental interest is substantial,” 
(2) “the regulation directly advances the governmental interest asserted,” and 
(3) the regulation “is not more extensive than is necessary to serve that 
interest.”110 The Central Hudson formula has come to be known as the 
“intermediate scrutiny” test for commercial speech. As of late, however, 
there have been very few cases upholding the suppression of truthful 
commercial speech, which in hindsight may have served as an indication for 
the holding in the Matal case, as well as prediction that the test for 
commercial speech may soon be equated to that of noncommercial speech.111 

 
4. First Amendment Framework - Government Speech 

 
The Free Speech clause does not regulate government speech because 

“[t]he government’s own speech . . . is exempt from First Amendment 
scrutiny.”112 “[T]he First Amendment forbids the government to regulate 
speech in ways that favor some viewpoints or ideas at the expense of 
others,”113 “but imposing a requirement of viewpoint-neutrality on 
government speech would be paralyzing. When a government entity embarks 
on a course of action, it necessarily takes a particular viewpoint and rejects 
others. The Free Speech Clause does not require government to maintain 

                                                   
107 Id. 
108 Id. 
109 Id. at 566. 
110 Id. 
111 Martin H. Redish & Kyle Voils, Symposium: Commercial Speech and the First 
Amendment: Past, Present, and Future: False Commercial Speech and the First Amendment: 
Understanding the Implications of the Equivalency Principle, 25 WM. & MARY BILL RTS. J. 
765 (2017). 
112 Pleasant Grove City v. Summum, 555 U.S. 460, 467 (2009). 
113 Lamb’s Chapel v. Center Moriches Union Free School Dist., 508 U.S. 384, 394 (1993) 
(quoting City Council of Los Angeles v. Taxpayers for Vincent, 466 U.S. 789, 804 (1984)).  
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viewpoint neutrality when its officers and employees speak about that 
venture.”114 

 
5. First Amendment Framework - Copyright Law 

 
Although intellectual property law encompasses both trademark and 

copyright law, courts have rarely evaluated copyright cases by way of the 
First Amendment, and if so, such cases have been dismissed without 
difficulty.115 The Supreme Court, in Eldred v. Ashcroft,116 reiterated that 
“when…Congress has not altered the traditional contours of copyright 
protection, further First Amendment scrutiny is unnecessary.”117 
Accordingly, courts have operated under the principle that “copyright law 
contains built-in First Amendment accommodations.”118 As such, there are: 

 
a cadre of similarly offensive images and words that have secured 
copyright registration by the government. There are countless 
songs with vulgar lyrics, blasphemous images, scandalous books 
and paintings, all of which are protected under federal law. No 
doubt many works registered with the Copyright Office offend a 
substantial composite of the general public. There are words and 
images that we do not wish to be confronted with, not as art, nor in 
the marketplace. The First Amendment, however, protects private 
expression, even private expression which is offensive to a 
substantial composite of the general public.119 

 
  

                                                   
114 Matal v. Tam, 137 S. Ct. 1744, 1757-58 (2017). (“Here is a simple example. During the 
Second World War, the Federal Government produced and distributed millions of posters to 
promote the war effort. There were posters urging enlistment, the purchase of war bonds, and 
the conservation of scarce resources. These posters expressed a viewpoint, but the First 
Amendment did not demand that the Government balance the message of these posters by 
producing and distributing posters encouraging Americans to refrain from engaging in these 
activities.”) 
115 L. Ray Patterson, Free Speech, Copyright, and Fair Use, 40 VAND. L. REV. 1, 3 (1987) 
(“[C]ourts have consistently and almost without exception rejected the free speech defense in 
copyright infringement actions.”) 
116 Eldred v. Ashcroft, 537 U.S. 187 (2003). 
117 Id. at 221. 
118 Id. at 219. 
119 In re Brunetti, 877 F.3d 1330, 1357 (Fed. Cir. 2017). 
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IV. HOLDING OF MATAL V. TAM 
 

A. What the Matal Court Held 
 

The Matal Court affirmed the en banc Federal Circuit Court which held 
that the Disparagement Clause of Section 2(a) is unconstitutional because it 
violates the First Amendment. Justice Alito announced the judgment of the 
whole Court and delivered said opinion in Parts I, II and III-A.120 Said 
opinion included a summary of the facts and a description of trademark law, 
including its benefits; a decision that trademarks were not government 
speech; and the holding that the Disparagement Clause violates the Free 
Speech Clause of the First Amendment.121 In their concurrences, the Justices 
also seemed to agree that the Disparagement Clause is a viewpoint-based 
restriction on speech which violates the First Amendment.122 

Justice Alito also wrote Parts III-B, III-C, and IV of the opinion, in 
which Chief Justice Roberts, Justice Thomas, and Justice Breyer joined 
(herein referred to as “Justice Alito’s Concurrence”). Justice Kennedy, joined 
by Justice Ginsburg, Justice Sotomayor, and Justice Kagan, wrote an opinion 
concurring in part and concurring in the judgment (herein referred to as 
“Justice Kennedy’s Concurrence”). And, Justice Thomas wrote an opinion 
concurring in part and concurring in the judgment (herein referred to as 
“Justice Thomas’s Concurrence”). 

Analyzing the Matal opinion reveals some uniformity in the Justices’ 
opinions as it relates to free speech, but it also seems to illustrate variances in 
their underlying thinking. A review of these differing thoughts provides some 
indication that times “are-a-changin” and seems to reveal a deregulatory 
trend overall, or at least an indication of deregulation of commercial speech. 
However, the majority opinion stops short of defining a trademark as 
commercial speech, as well as defining the proper scrutiny required in certain 
First Amendment issues. 

 
B. What the Matal Court Agreed On 

 
1. The Disparagement Clause Violates the Free Speech Clause of the 

First Amendment 
 

The unanimous opinion stood for the premise that the Disparagement 
Clause does, in fact, violate the Free Speech Clause of the First Amendment. 

                                                   
120 Matal v. Tam, 137 S. Ct. 1744 (2017). 
121 Id. 
122 Id. 
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“It offends a bedrock First Amendment principle: Speech may not be banned 
on the ground that it expresses ideas that offend.”123 

 
2. Trademarks are not Government Speech, But are Private Speech 

 
The government contended that “trademarks are government speech, not 

private speech”124 and, if that were the case, the First Amendment would not 
impact said government speech. In other words, if the mark was considered 
government speech, then the Disparagement Clause of the Lanham Act 
would not have to conform to the guidelines of the First Amendment 
standards. The Court’s reasoning for not defining trademarks as 
governmental speech included: trademarks have not conventionally been 
used to communicate a government message; the public does not associate 
the contents of trademarks with the government; and trademarks are not a 
form of speech that is directly controlled by the government.125 The Court 
found that none of the cases presented by the government even tenuously 
supported the idea that trademarks are government speech,126 and that it 
would be “far-fetched” to even suggest so.127 In sum, the Court, as a whole, 
asserted that “[i]f private speech could be passed off as government speech 
by simply affixing a government seal of approval, government could silence 
or muffle the expression of disfavored viewpoints.”128 The unified Court, via 
Part III-A of the opinion, was clear: “trademarks are private, not government 
speech.”129 

 
3. The Disparagement Clause is a Viewpoint-Based Restriction on Speech 

which is a Violation of the First Amendment 
 

The government also argued that the constitutionality of the 
Disparagement Clause should be tested under a new doctrine that would 
apply to “government-program” cases.130 This argument simply sought to 
incorporate government-speech cases into a prior contention of the 
government that the program was a subsidy.131 Only two (2) cases were 

                                                   
123 Id. at 1751. 
124 Id. at 1757. 
125 Id. at 1760. 
126 Id. at 1759. 
127 Id. at 1758. 
128 Id. 
129 Id. at 1760. 
130 Id. at 1761-62. 
131 Id. 
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presented by the government to support this argument which the Court said 
were not relevant.132 

Justice Alito’s Concurrence concluded that even in cases where 
government crafts a limited public forum for private speech, thus allowing 
for some content and speaker-based restrictions, viewpoint discrimination is 
forbidden.133 Also, the concurrence determined that the Disparagement 
Clause was, in fact, viewpoint discrimination.134 

 
Our cases use the term “viewpoint” discrimination in a broad sense, 
and in that sense, the disparagement clause discriminates on the 
bases of “viewpoint.” To be sure, the clause evenhandedly 
prohibits disparagement of all groups. It applies equally to marks 
that damn Democrats and Republicans, capitalists and socialists, 
and those arrayed on both sides of every possible issue. It denies 
registration to any mark that is offensive to a substantial percentage 
of the members of any group. But in the sense relevant here, that is 
viewpoint discrimination: Giving offense is a viewpoint.135 
 
It appears that Justice Kennedy’s Concurrence intended to describe in 

greater detail why the First Amendment’s protections against viewpoint 
discrimination apply to trademark law. His concurrence asserts that, as in the 
Matal facts, the government’s disapproval of a subset of a certain message 
that it might find offensive, is the “essence of viewpoint discrimination.”136 

In Justice Alito’s majority opinion, he restated the holding of Lamb’s 
Chapel v. Center Moriches Union Free School District,137 that the “First 
Amendment forbids the government to regulate speech in ways that favor 
some viewpoints or ideas at the expense of others.”138 Accordingly, the 
Supreme Court’s holding was that the Disparagement Clause’s bar on the 
registration of disparaging marks discriminated based on viewpoint. 

 
C. What the Matal Court Did Not Agree On 

 
Although the unanimous Court found that the Disparagement Clause 

was a viewpoint-based restriction on private (not government) speech which 
violated the Free Speech Clause of the First Amendment, the Court could not 

                                                   
132 Id. 
133 Id. at 1763. 
134 Id at 1763-1765.  
135 Id at 1763. 
136 Id. at 1765-66. 
137 508 U.S. 384 (1993). 
138 Id. at 394 (quoting Members of City Council of L.A. v. Taxpayers for Vincent, 466 U.S. 
789, 804 (1984)). 
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agree as to whether trademarks were to be considered commercial speech, 
nor could they agree upon the correct constitutional framework or test to 
utilize in a First Amendment trademark situation. 

Justice Alito’s Concurrence held that the framework need not be 
determined, as the Disparagement Clause failed even under the more lenient 
standard (intermediate scrutiny established under Central Hudson).139 

Justice Kennedy’s Concurrence noted that since the Disparagement 
Clause denies registration on the basis of viewpoint content, that it is 
unconstitutional, and it cannot withstand the rigorous constitutional scrutiny 
that is required in such circumstances (based on viewpoint-based laws). He 
insisted that even if trademarks are commercial speech, heightened scrutiny--
as utilized for noncommercial speech--should be used to analyze them for 
viewpoint discrimination.140 His focus was on the question of whether 
viewpoint-based discrimination occurred, rather than on whether the speech 
was commercial or non-commercial.141 This concurrence could be a glimpse 
into a possible future change of the level of scrutiny required for commercial 
speech. 

Justice Thomas joined in Justice Alito’s opinion, but added that 
“whenever the government seeks to restrict truthful speech in order to 
suppress the ideas it conveys, strict scrutiny is appropriate, whether or not the 
speech in question may be characterized as ‘commercial’”142 which seems 
similar to the Kennedy Concurrence. 

In the end, it did not matter to the Court, as a whole, since the 
Disparagement Clause restriction failed even under the more lenient standard 
of review. Because the Court was unable to determine the proper level of 
scrutiny required, unfortunately there was no clear and succinct 
constitutional direction provided. The reader is left to make some inferences. 

 
D. What the Matal Court Did Not Say and the Resulting Implications 

 
The application and implication of the First Amendment Clause is 

complex. However, one might say that communicative exchanges between 
humans are among the most complex of activities and are changing daily. 
Accordingly, is it not hard to imagine why laws related to communication are 
so challenging.143 

Historically, we see that most of the law related to the First Amendment 
comes from decisions of the Supreme Court. In this instance, in addition to 

                                                   
139 Matal v. Tam, 137 S. Ct. at 1764. 
140 Id. at 1767. 
141 Id. at 1765. 
142 Id. at 1769. 
143 See Volokh, supra note 81. 
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studying what the Matal Court did say, we are compelled to analyze what the 
Court did not say. The Court did not say that trademarks are commercial 
speech, nor did they say what specific scrutiny should be applied. 
Accordingly, there appears to remain an on-going dispute within the 
Supreme Court as to the proper application and/or scrutiny to apply to certain 
types of speech cases. 

It becomes clear through review of precedent that the deregulation of the 
First Amendment began to emerge in the 1970s with the Supreme Court 
holding that commercial speech was entitled to First Amendment protection. 
Until then, the reasoning among judges and academicians was that Free 
Speech protection should be accorded only to speech that was explicitly 
political. A review of the more recent case law shows that there is a clear 
trend by the Supreme Court to expand the scope of analysis of laws through 
the lens of the First Amendment to those that are not political in nature. This 
is seen by the Matal case, as it may have been more judicious and direct to 
simply determine that the Disparagement Clause is void for vagueness, rather 
than as a First Amendment issue. However, this case and many other recent 
decisions reveals that the Court may be “free speech friendly.” But, does the 
lack of unanimity foretell some future problems with First Amendment 
jurisprudence? 

It could be argued that recent Supreme Court cases, including the Matal 
decision, signify a shift in the First Amendment/Free Speech test for truthful 
commercial speech. Specifically, could the Court be moving in a direction to 
rule that truthful commercial speech is no longer accorded lesser protection 
when compared to other constitutionally guaranteed expression (i.e. 
noncommercial speech), but that truthful commercial speech should receive 
the same protection as noncommercial speech? In other words, is the Court 
moving to eliminate the distinction between noncommercial and commercial 
speech by holding that noncommercial speech has no more value than 
commercial speech? The Matal Court, by not utilizing a specific level of 
scrutiny in this case, could be implying that speech is speech and no real 
distinction needs to be made between truthful noncommercial or truthful 
commercial speech, as both have equal value under the law. In such 
situations, the test would solely be based upon “strict scrutiny.” Accordingly, 
if this is the case, there would have been no need for the Matal Court to unify 
in order to distinguish between the type of scrutiny required for the Matal 
disparagement issue. 

It may be important to note that the Matal Court, although looking at 
offensive speech, relied on a variety of cases including those that did not 
involve speech that was disparaging or even discriminatory based on 
viewpoint. If current confines on commercial speech, as a whole, are being 
removed, then the implications could be significant not only for trademark 
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law, but also for various business laws. The extension of this holding into the 
business realm would not come without some issues—for example, the 
potential tension between the right of free speech and the government’s 
regulatory rights granted under the Commerce Clause, such as to protect 
health, safety, and welfare. 

Alternatively, it can be argued, based on the Matal decision, that courts 
faced with these questions will still need to determine whether the specific 
communication should be subject to either the commercial speech test or the 
noncommercial test. In light of the lack of uniformity and directness in the 
Matal case, the law remains somewhat unclear. 

Although the Matal court expressed an important change in First 
Amendment jurisprudence, it did not reach the constitutionality of other 
provisions of Section 2 of the Lanham Act. Pending before the Supreme 
Court as I write this article is In re Brunetti.144 In 2014, Erik Brunetti 
appealed the refusal by the USPTO examiner to allow registration of the 
word “Fuct” for an apparel line as being scandalous.145 The Lanham Act 
provides that a registration will be refused, if the mark: 

 
“consists of or comprises immoral, deceptive, or scandalous matter; 
or matter which may disparage or falsely suggest a connection with 
persons, living or dead, institutions, beliefs, or national symbols, or 
bring them into contempt, or disrepute; or a geographical indication 
which, when used on or in connection with wines or spirits, 
identifies a place other than the origin of the goods . . . .”146 

 
The USPTO tests “immoral” and/or “scandalous” marks by determining 

if the mark was “shocking to the sense of truth, decency, or propriety; 
disgraceful; offensive; disreputable; . . . giving offense to the conscience or 
moral feelings; . . . or calling out for condemnation.”147 Until the June 2017 
ruling in the Matal case, there did not seem to be an issue with the Brunetti 
ruling. However, following the Matal case, the Federal Circuit ordered new 
briefings in the Brunetti case.148 And, the Federal Circuit Court struck down 
the bar on the registration of immoral or scandalous marks as 
unconstitutional because it violates the First Amendment.149 In early 2019, 
the Supreme Court granted a writ of certiorari to hear the case. 

 

                                                   
144 In re Brunetti, 877 F.3d 1330 (Fed. Cir. 2017). 
145 Id. 
146 15 U.S.C. § 1052(a). 
147 In re Fox, 702 F.3d 633, 635 (Fed. Cir. 2012). 
148 In re Brunetti, 877 F.3d 1330 (Fed. Cir. 2017). 
149 Id. 
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V. CONCLUSION 
 

Whether these changes in free speech are evidence of a continued 
decline of our nation’s moral fabric or one of the biggest free speech 
victories in many years, it is clear in the holding of the Matal case, as well as 
other recent cases,150 that the Free Speech Clause of the First Amendment is 
alive and well. It is also evident that the current Supreme Court is interested 
in the advancement of new free speech arguments as it continues to accept 
new free speech challenges. 

No matter how these changes are viewed, it must be remembered that 
even though the government can no longer bar the registration of disparaging 
trademarks, the court of public opinion remains open for business. The 
“Constitution leaves matter of taste and style largely to the individual.”151 
“Trademarking does not purify a racial slur; its repulsiveness survives the 
registration process.”152 A free economy is just that--a free economy open for 
all to buy, sell and trade--or not. 

As new free speech issues are raised or old free speech issues are 
reconsidered, the question remains: How expansive will free speech rights 
granted under the First Amendment become? How expansive should they 
become? The full and complete, yet succinct, answer may reside in the text 
itself: “Congress shall make no law . . . abridging the freedom of speech”--
period.153 
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