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I. INTRODUCTION 
 

According to a survey by the Young Invincibles, a group that focuses on 
youth entrepreneurship, fifty-four percent of U.S. 18-to-34 year olds are 
interested in starting a business or have already done so.1 Therefore, it is 
fairly common for both undergraduate and graduate students to approach 
faculty in departments of science or business for help in patenting, 
trademarking, copyrighting or otherwise protecting their ideas. Generally, 
students are surprised to learn that there is no Easy Button®, like the one 
featured in Staples® commercials, when it comes to applying for a patent. 
Unlike the processes of applying for a trademark or copyright, applying for a 
patent is costly, difficult, and usually requires some professional assistance. 
Unfortunately, this process has not gotten any easier as a result of the 
passage of the Leahy-Smith America Invents Act (AIA).2 In fact, it is 
probable that obtaining a patent will become more expensive and more 
difficult.3 

This new act of more than 150 pages and 137 sections, lobbied for by 
corporations and intended to improve the quality of patents issued, represents 
a major change to US patent law.4 It has been characterized as “the most 
comprehensive revision of US patent law in more than 50 years,”5 and it 
harmonizes US patent practice more closely with that of the rest of the 
world.6 Students are aware of the Act due to its prominent visibility in the 

                                                 
* M.B.A., J.D., Professor, Ramapo College of New Jersey, Mahwah, N.J.  
** Ph.D., Professor, Ramapo College of New Jersey, Mahwah, N.J. 
1 Emily Glazer, For Grads Seeking to Work, Do Good, WALL ST. J., Jan. 12, 2012, at B5. 
2 Leahy-Smith America Invents Act, Pub. L. No. 112-29, 125 Stat. 284 (2011). 
3 See Dave Krasnow, The New Patent Law: Reacting or Over-Reacting to the Times?, THE 

IMPACT OF THE LEAHY-SMITH AMERICA INVENTS ACT 21 (2011) [hereinafter THE IMPACT]. 
4 See William H. Mandir, Proactive Responses to Patent Reform: Educating Clients and 
Attorneys, THE IMPACT, supra note 3, at 76. 
5 Patrick M. Boucher, Recent developments in US patent law, 65 PHYS. TODAY, Jan. 2012, at 
27. 
6 See Harmony with the Rest of the World? The American Invents Act, JPILP WEBLOG (Nov. 
13, 2011), http://jiplp.blogspot.com/2011/11/harmony-with-rest-of-world-america.html. 
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popular press and on the Internet but generally are not clear as to what it 
entails and how it will affect them. 

 
II. REQUIREMENTS FOR A PATENT PRIOR TO AIA 

 
Prior to AIA (portions of which became/will become effective 

September 16, 2011, September 16, 2012, and March 16, 2013),7 patents 
could only be granted for inventions which were: 1) new; 2) not obvious to 
the average person working in the field of the invention; 3) not ephemeral or 
a natural phenomenon; and 4) had some minimal utility.8 What this means is 
that patents were only awarded for inventions that had not been known or 
available (what is termed, in the prior art). The new law has not changed 
this. What has changed are the definitions of what constitutes prior art and 
how one goes about preserving one’s right to a patent, before and after it is 
granted. 

 
III. MAJOR CHANGES TO THE PATENT LAW UNDER AIA 

 
The major changes the AIA introduces can be categorized as follows:9 

 
 Change in the method of claiming rights to an invention from first-

to-invent, to first-to-file a patent application with the US Patent and 
Trademark Office (PTO) 

 New fees and ways of funding the PTO 

 New designation of unpatentable subject matter 

 New ways to challenge granted patents and patent applications 

 Changes to litigation 

 Miscellaneous provisions including establishment of satellite PTO 
offices outside of Arlington, VA and creation of an ombudsman to 
assist patent applicants 

 
  

                                                 
7 Robert Green Stern. Leahy Smith America Invents Act – Overview: Post Grant Review, Re-
Examination, and Supplemental Examination, IEEE-USA Intellectual Property Professionals 
Initiative Presents First Seminar: The New Patent Law and What it Means to You (Oct. 22, 
2011), http://www.ieeeusa.org/calendar/seminars/AIA-seminar/. 
8 35 U.S.C. §§ 101-103 (2011). 
9 David Pressman. America Invents Act: Analysis, INTELLECTUALPROPERTYLAWFIRMS.COM 
(Mar. 3, 2012), http://www.intellectualpropertylawfirms.com/resources/intellectual-
property/patents/america-invents-#4. 
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IV. FOCUS ON STUDENTS NEEDS 
 

Although these provisions will have a profound effect on the patent 
process, not all of them are likely to directly and immediately impact the 
neophyte or student inventor. For example, promised better funding for the 
patent office10 may eventually reduce the backlog of patent applications 
waiting to be processed, which was 1,163,751 in 2010,11 but students are 
unlikely to see much of an effect in the near term. Likewise, subtle changes 
to the litigation process are not within the typical student’s interest or 
contemplation. Students are generally concerned about how to go about 
applying for a patent, what the costs will be, and how much effort will be 
involved. They are also concerned about identifying funding to develop their 
invention, the risks of disclosing their invention to others, and how to make 
money from their ideas. Anticipating what students’ questions will be 
provides a useful construct for approaching the AIA.12 Accordingly, these 
hypothetical questions will be addressed one by one, as follows. 

 
V. FIRST-TO-FILE AND THE LAB NOTEBOOK 

 
I have an idea for a new type of widget. I’ve heard I need to keep a 
lab notebook to record my ideas; is that still true? I’ve also heard 
the process for applying for a patent has changed under the new 
patent law to something called first-to-file. What does this mean to 
me? If I learn of a new invention, can I beat someone to the PTO to 
file a patent on it and then commercialize it? 
 
Prior to the AIA, much effort was extended explaining to students how 

to record all their thoughts, drawings, and descriptions of their invention in a 
hard-bound notebook, each page of which was to be signed and dated by two 
witnesses, who understood something about the student’s invention. This was 
because under the pre-AIA first-to-invent system, the notebook was proof of 
the date of invention (priority date) and so long as the student continued to 
make strides towards developing the student’s invention, the invention date, 
not the date of filing the patent application was determinative of the student’s 
right to a patent. In fact, if a second inventor came up with the same idea as 

                                                 
10 35 U.S.C. § 22 (2011). 
11 Stephen M. Hankins and D. Christopher Ohly, The America Invents Act: An Overview, LAW 

TECH. NEWS (Oct. 4, 2011), 
http://www.law.com/jsp/lawtechnologynews/PubArticleLTN.jsp?id=1202517720138&slreturn
=1. 
12 The authors base these questions on their experience teaching a course on invention, at the 
undergraduate and graduate level, and serving as advisors to student inventors. 
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the student (first inventor) and filed a patent before the student, the second 
inventor would still lose his or her right to a patent unless the second 
inventor could prove he or she actually invented first. The student would be 
able to bring an action known as an interference proceeding to retain the 
student’s right to patent. Interference proceedings were rare; in 2005, there 
were only 362 applications in interference, representing 0.045% of all 
applications under examination, but the threat of bring an interference was 
effective leverage.13 

Even so, students would be well advised to continue to maintain a 
laboratory notebook. The information in the notebook will prove useful in 
writing the patent application, as important and critical details tend to be 
forgotten over time. Furthermore, the notebook may be important in avoiding 
a new form of attack on patents, the derivation proceeding.14 It is possible 
that even after a student inventor is awarded a patent, a second patent 
applicant may challenge the student inventor’s patent, claiming the invention 
was actually based upon the second patent owner’s idea. In a derivation 
proceeding, a second patent applicant can successfully sue a patent applicant 
or patentee, if the second applicant can prove the other applicant’s invention 
was based upon the second applicant’s disclosure to him or her.15 So for 
example, the second patent applicant might allege to have discussed his or 
her invention in conversation with the student inventor, who then stole the 
idea and tried to patent an invention based on the idea. To initiate this suit, 
the second applicant must do so within one year of the first patentee 
publicizing the first patentee’s patent.16 Unlike an earlier procedure known as 
an interference, a derivation proceeding is based upon actual disclosure. 

On the other hand, dreams of stealing an invention by filing an 
application on the invention before the true inventor has a chance to do so are 
misguided. When applying for a patent, the applicant must swear that the 
applicant is the true inventor.17 Accordingly, the new system can be more 
aptly characterized as first-inventor-to-file system.18 

The notebook may also prove important to show not just the student’s 
date of invention conception but also if and when the student publicized the 

                                                 
13 Rebecca C.E. McFadyen. The “First-to-File” Patent System: Why Adoption Is 
Not An Option!, 14 RICH. J.L. & TECH. 1, 17 (2007), jolt.richmond.edu/v14i1/article3.pdf. 
14 See Edwin V. Merkel & Carissa R. Childs. First-to-Invent vs. First-to-File, the Importance 
of Keeping a Proper Laboratory Notebook (Mar. 3, 2012), 
http://www.urmc.rochester.edu/technology-transfer/news/Presentations/026-
Laboratory_Notebooks.ppt. 
15 35 U.S.C. § 135 (2011). 
16 Id. 
17 35 U.S.C. § 100 (2011). 
18 See Darin Gibby, Responding to the America Invents Act: What It Means for Inventors and 
Why Congress Missed the Boat, THE IMPACT, supra note 3, at 7, 9. 
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student’s invention. Post-AIA, if the student publicized within one year of 
the student’s filing a patent application, there is no problem with the student 
obtaining US patent rights. Within the U.S., the student’s publication is not 
prior art as far as the student’s application is concerned (this does not hold 
true for other parts of the world and would bar obtaining a patent abroad).19 
In addition, the student’s publication does serve as prior art for anyone else 
who tries to file an application on the same invention and does serve to bar 
that other applicant from obtaining a patent.20 

The charts below may prove useful in summarizing and explaining how 
priority works. They demonstrate graphically the difference between first-to-
file and first-to-invent and the impact of disclosure on determining prior art. 
They also point out how foreign filing rights are lost. Turning to the flow 
chart, it identifies the inventor’s disclosure as well as a would-be copier’s 
disclosure, as not being prior art for the inventor, if within one year of filing. 
Accordingly, the characterization of the new system as first-inventor-to-file 
is demonstrably apt.  

 

 
 
Turning to the second chart, this table highlights the post-AIA 

restrictions on the one-year rule, as inventor B’s publication eliminates 

                                                 
19 See Eric J. Sosenko, The AIA: A Transformative Change in the US Patent System, THE 

IMPACT, supra note 3, at 35, 38. 
20 Id. 
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inventor A’s right to file, even though inventor A was first to conceive the 
invention. Even so, the table also shows the continued difference between 
Europe and the US in that any publication, no matter when published and 
even if published by the inventor, bars patenting in Europe. So we see that 
determining which inventor receives a patent depends on when and where the 
inventor applies. 

 

 
 
Unlike publication of an invention, another issue for the student 

inventor to consider is the new limit on public sales and offers for sale. Pre-
AIA, these acts were not deemed prior art for US filing purposes, if within 
one year of patent filing. Under AIA they are now a bar to patenting.21 
Students must be cautious to establish a priority date by filing with the PTO, 
before offering their invention for sale publicly, or to make sure such offers 
are kept confidential.22 

 
VI. TIME AND MONEY 

 
Another thing that has not changed since the passage of AIA is the 

student’s interest in time and money. Accordingly, students are likely to ask 
the following: 

 
How much will a patent cost me? Do I need to hire an attorney? 
How long will it take? Is it a cheaper process under the new law? 

                                                 
21 See Barry I. Friedman, Significant Changes in US Patent Law, 14 LAW J. 3 (Jan. 27, 2012), 
www.acba.org/ACBA/pdf/TLJ/TLJv14-2-012712.pdf. 
22 35 U.S.C.§ 102(a)(1) (2011). 
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Many patent fees increased 15% as of September 26, 2011.23 However, 
students may be eligible for a new set of reduced fees, per the AIA, if they 
file as so-called micro-entities. The applicants qualifying for a micro entity 
discount (75%) will be those who meet the micro entity definition outlined in 
Section 11(g) of the AIA. The applicant must not have been an inventor on 
more than four previously filed patent applications (not including provisional 
patent applications or applications from prior employment if assigned to the 
employer). Also, the applicant’s gross income for the past year can’t exceed 
three times the median household income (approximately $50,503 in 2008).24 
Also included are applicants who earn most of their income from institutions 
of higher learning or have assigned their ownership in the invention to such 
an institution. The micro entity discount will apply to fees for filing, 
searching, examining, issuing, appealing, and maintaining patent applications 
and patents.25 

The table below showing proposed fees for filing a utility patent is 
representative of the changes under the AIA.26 Most micro entity fees have 
not yet been determined. 

 

 
 
However, filing fees represent only a small part of the patent applicant’s 

expense. The estimated cost of procuring a patent is generally at least 
$10,000, including attorney’s fees.27 This amount does not include 
maintenance fees (paid at 3.5, 7.5, and 11.5 years post issuance) and sundry 

                                                 
23, Frequently Asked Questions – Fees, U.S. PAT. & TRADEMARK OFF., 
http://www.uspto.gov/aia_implementation/faq.jsp (last visited Mar. 3, 2012). 
24 Table 691: Money Income of Households, The 2012 Statistical Abstract, US CENSUS 

BUREAU, 
http://www.census.gov/compendia/statab/cats/income_expenditures_poverty_wealth/househol
d_income.html (last visited Feb. 25, 2013). 
25 See Brown & Michaels., Am I Entitled to Small Entity or Micro Entity Fee Status?, 
http://www.bpmlegal.com/howsmall.html (last visited Mar. 3, 2012). 
26 Table of Patent Fee Change, U.S. PAT. & TRADEMARK OFF. (Feb. 9, 2012), 
http://www.uspto.gov/aia_implementation/fee_setting_-_ppac_hearing_attachment_1-
table_of_patent_fee_changes_7feb12.pdf. 
27 Patent Costs: How Much Does a Patent Cost?, 
http://www.inventionstatistics.com/Patent_Cost.html (last visited Mar. 4, 2012). 
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other legal expenses, which may arise over the twenty years of a patent’s life. 
Adding in maintenance fees, alone, for a small entity over the life of a patent 
will mean an additional $4,200.00.28 Filing electronically can save money as 
paper filing involves a surcharge, currently $200 for small entities.29 The 
table below contains a summary of proposed fees the student inventor can 
expect to encounter under AIA. 

 

 
 
Although it is possible to file a patent application without an attorney, 

even the PTO “strongly suggests” using one. The list of patent attorneys is on 
the PTO website. There is a “starter kit” for inventors available from the 
PTOs Inventor Assistance Center and on the Inventor’s Resource Page.30 The 
AIA provides for the establishment of a pro bono program but it is not clear 
yet how that will work.31 

Currently, the PTO states that the process of applying for and being 
granted a patent application can take anywhere from fourteen months to four 
years.32 The average wait is about three years.33 Every patent, which is 

                                                 
28 Fee, ONLINE CHAT TRANSCRIPTS, U.S. PAT. & TRADEMARK OFF. (Feb. 25, 2012), 
http://www.uspto.gov/inventors/independent/chats/faq/transcriptsf_m.jsp. 
29 Fees and Budgetary Issues: Electronic Filing Incentive, U.S. PAT. & TRADEMARK OFF. (Feb. 
25, 2012), www.uspto.gov/aia_implementation/fees.jsp. 
30, Inventor’s Resources, U.S. PAT. & TRADEMARK OFF. (Mar. 4, 2012), 
http://www.uspto.gov/inventors/index.jsp. 
31 Programs: Pro Bono, U.S. PAT. & TRADEMARK OFF. (Mar. 4, 2012), 
http://www.uspto.gov/aia_implementation/programs.jsp. 
32 How Long Does It Take, U.S. PAT. & TRADEMARK OFF. (Mar. 4, 2012), 
http://www.uspto.gov/inventors/independent/chats/faq/transcriptsf_m.jsp. 
33 Patent Backlog Frustrates Inventors, CBSNEWS (Aug. 8, 2010), 
http://www.cbsnews.com/stories/2010/08/08/eveningnews/main6755116.shtml. 
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granted, is subject to an involved review by a patent examiner, who has 
received specialized training by the PTO and has a college degree in a 
science or technology area; the review is not merely paperwork processing. 
In order to reduce the waiting time, the PTO plans to hire about 1,000 new 
examiners.34 This will be possible due to the AIA’s authorization of the PTO 
to set fees and to retain any fees in excess of costs.35 To expedite the patent 
process, the student can pay a prioritized examination fee, which is currently 
$2,400 for small entities.36 The processing time is then reduced to about a 
year. There is a limit of 10,000 applications annually, which will be 
processed under this program and complicated applications (having more 
than four claims) are not eligible. Even cheaper alternatives, to filing a 
regular patent application (RPA), will be discussed in the following section. 

 
VII. ALTERNATIVES TO THE REGULAR PATENT APPLICATION 

 
Prior to AIA, students had the option of filing a provisional patent 

application (PPA), which cost $125 for a small entity.37 The PPA provided 
the student with a twelve month period, in which to try to commercialize the 
student’s invention, before deciding whether to spend a significantly larger 
amount of money on an RPA.38 The PPA preserved the student’s foreign 
rights by establishing a priority date for the invention, did not reduce the 
term of the student’s RPA, and did not require any special format. A student 
could file a PPA, without an attorney’s help, although of course, any missing 
information in the PPA might mean features of the student’s invention would 
not be entitled to the priority date established by the PPA. A PPA is not 
published, unlike an application for an RPA, so the invention is kept secret, 
which may be advantageous. The PPA option remains under the AIA but the 
matter has gotten more complicated. If the student improves upon the 
invention during the year, adds features, or comes up with a new idea, the 
student must file yet another PPA; merely recording these improvements and 
updates in an inventor’s notebook will not result in a priority date and 
another inventor might independently develop the same ideas, file them with 

                                                 
34 Peter E. Strand, Two Steps Forward: A Clear-Eyed View of the America Invents Act, THE 

IMPACT, supra note 3, at 91, 97. 
35 America Invents Act Roadshow 13, U.S. PAT. & TRADEMARK OFF. (2011), 
http://www.uspto.gov/aia_implementation/120217-aia_roadshow_alexandria_va.pdf. 
36 Id. at 9. 
37 Fee Schedule, U.S. PAT. & TRADEMARK OFF. (Jan. 10, 2012), 
http://www.uspto.gov/web/offices/ac/qs/ope/fee092611.htm. 
38 Provisional Application for Patent, U.S. PAT. & TRADEMARK OFF. (Feb., 2011), 
http://www.uspto.gov/patents/resources/types/provapp.jsp. 
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the PTO, and be granted a patent for them. In fact, a catchy new phrase has 
developed as a result of the AIA, “file early, file often.”39 

Due to the AIA, an even cheaper option beckons, if the student is not 
planning on obtaining foreign patent rights. The student can simply disclose 
the student’s invention, as described above. This disclosure will make the 
invention known to the public and prevent anyone else but the student from 
patenting the invention. The invention will no longer meet the requirement 
for novelty that the patent law requires, as the prior art will now contain the 
invention. The inventor is exempted, and can continue to file an RPA, within 
the year following.40 

 
VIII. CHALLENGES TO PATENTS 

 
Before the AIA, not much time was spent telling students how to avoid 

challenges to patents, as they were relatively few and far between. However, 
some of the new post-grant challenges have gotten press, so students may 
very well ask the following: 

 
Once I get a patent, I’m set for twenty years, right? 

 
Aside from the need to pay maintenance fees, students did have 

relatively little to worry about prior to AIA. Interference proceedings, 
discussed above, were relatively rare. In 1980, Congress established the ex 
parte reexamination proceeding, which permitted a third party (who could 
remain anonymous), the PTO itself, or the patent owner, to request 
reexamination of an issued patent based on patents and printed publications 
that raised a substantial new question of patentability. This proceeding was 
supposed to be a quicker and cheaper alternative to litigation for those who 
wished to challenge a patent. However, it was seldom used because the third 
party could not participate in the process.41 This proceeding remains in effect 
post-AIA and can be brought any time during the patent’s life. 

The other alternative, the inter partes proceeding, which was introduced 
as a result of the American Inventors Protection Act (AIPA) in 1999,42 was 
also rarely used. In an eight-year period, there were only 476 reexamination 
requests.43 This alternative allowed third party participation in the review 
                                                 
39 David Dykeman, Patent Reform: What Medtech Companies Need to Know, MPO (Oct. 
2011), http://www.mpo-mag.com/articles/2011/10/patent-law. 
40 See David G. Lindenbaum, Overview of Significant Changes to Patent Law Resulting from 
the America Invents Act, THE IMPACT, supra note 3, at 47, 53. 
41 See Lori A. Gordon & Glenn J. Perry, Post-Grant Invalidity Challenges at the USPTO: 
Congress Built It, But Will They Come?, THE IMPACT, supra note 3, at 101, 102. 
42 American Inventors Protection Act of 1999, Pub. L. No. 106-113, 113 STAT. 1501 (1999). 
43 See Gordon & Perry, supra note 41, at 103. 
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proceeding, in a limited manner, but the third party could not bring a lawsuit, 
later on, to object to any patent claims, whose patentability was maintained 
as a result of the proceeding. It is to be replaced by a similar procedure, the 
inter partes review. 

In addition to continuing the ex parte reexamination proceeding, the 
AIA provides three new ways to challenge a patent: post-grant review 
(PGR);44 inter partes review (IPR)45 and covered business method review 
(CBMR).46 A third party initiates a PGR of an issued patent within nine 
months of issuance. The third party can attack the patent’s validity on just 
about any grounds by citing patents, printed publications, prior use, and lack 
of enablement among other grounds. The third party must show it is more 
likely than not that at least one of the claims is unpatentable, or that a novel 
legal question is being raised, in order to initiate the proceeding. The 
proceeding must be completed in one-and-one-half years and the third party 
can participate in some aspects of discovery, submit affidavits and 
declarations, and request an oral hearing. 

Unlike the PGR, a third party initiates an IPR of an issued patent 
beginning nine months after issuance by citing patents and printed 
publications to show the patent should be invalidated; similarly, the 
proceeding must be completed within one-and-a-half years. The standard for 
the initiating party is different in that the party must show there is a 
reasonable likelihood of prevailing with regard to at least one claim. The 
initiating party will be able to question witnesses submitting affidavits and 
declarations and can participate in some aspects of discovery, submit its own 
affidavits and declarations, and request an oral hearing. As under PGR, the 
initiating party is estopped from bringing a lawsuit in district court on the 
same grounds raised or which should have been raised. The CBMR allows a 
party charged with infringement of a business method patent related to 
finance, to initiate a review proceeding nine months after the issuance of the 
patent, challenging the patent’s validity. There is no threshold requirement 
for initiating the proceeding.47 

Also, as mentioned above, in order for an inventor to prohibit another 
patent applicant from obtaining a patent derived from the inventor’s 
invention, the inventor must bring a derivation proceeding within one year 
after the derived patent issues.48 This requires that the inventor monitor 
newly issued patents to see whether they are based on an idea the inventor 

                                                 
44 35 U.S.C. § 321 (2011). 
45 35 U.S.C. § 311 (2011). 
46 Leahy-Smith America Invents Act, supra note 2, at § 18. 
47 See Mandir, supra note 4, at 84-86. 
48 35 U.S.C. § 135 (2011). 
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communicated to the patentee, which would be quite a burden for the student 
or independent inventor. 

See the chart below for a summary of these proceedings: 
 

 
 
It is predicted that these new proceedings, to be brought before a newly 

formed administrative body at the PTO, the Patent Trial and Appeal Board, 
will be costly to initiate and certainly, for the average impoverished student, 
costly to defend against. The sobering cost estimates in the table below will 
enable the student to grasp the impact of these eventualities. 

 

 
 
On the bright side, several possible threats to the inventor have 

disappeared post-AIA. In the past, to successfully defend against a lawsuit 
for willful infringement, an inventor would be advised to obtain a 
patentability opinion from an attorney. Lack of such an opinion was deemed 
to be a basis for enhanced damages. This is no longer the case.49 Also, the 
AIA limits joinder of parties in infringement suits,50 so that patent trolls, or 
non-practicing entities, existing only to sue others for licensing fees, will find 

                                                 
4935 U.S.C. § 298 (2011): See Christopher B. Seaman, Willful Patent Infringement and 
Enhanced Damages After In Re Seagate: An Empirical Study, 97 IOWA L. REV. 453, Jan. 2012. 
50 35 U.S.C. § 299 (2011). 
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it more difficult to mount these suits and go after the little inventor.51 
Furthermore, the would-be-inventor no longer needs to worry about filing a 
patent application that does not perfectly describe the optimum configuration 
or operation of his invention (best mode). While this used to be grounds for 
denying or invalidating a patent,52 the AIA has eliminated that course of 
action.53 Finally, under AIA, if an inventor is sued for infringement, the 
inventor may be able to use a newly broadened commercial use defense to 
escape liability, by showing that the inventor used the technology before the 
suing party filed a patent on it or revealed it to the general public.54 

 
IX. CONCLUSION 

 
What is the general outlook for a small inventor under AIA? Do I 
win or lose? 
 
Although no one can truly answer this question with definitiveness at 

the current time, there is a substantial body of commentary which predicts 
that AIA will hurt the small inventor. Pundits cite a study by David Abrams 
and R. Polk Wagner of the University of Pennsylvania Law School, which 
analyzed the effect of changing to first-to-file in Canada. In comparing data 
from the Canadian Patent Office and the PTO from 1989 forward, when 
Canadian law changed, they found a significant drop in patents granted to 
small inventors in Canada.55 

Substantial sections of blogs, such as the America Invents IP Blog, are 
devoted to vituperative criticism of the Act as it pertains to the small 
inventor.56 Directed criticism from reform law critic Steven Moore, warns 
that “getting a patent is buying yourself hundreds of thousands of dollars 
worth of problems because anyone can challenge you and they can challenge 
you over and over and over.”57 As faculty, we can best hope to alert students 
to the dangers of this new minefield, which clearly favors the large 
organization with legal horsepower and the infrastructure to systematize the 

                                                 
51 See Sheri Qualters, Patent Law Changes Raise Many Hurdles For Plaintiffs, Lawyers Say, 
NY LAW L. J., Oct. 20, 2011, at 5, 7. 
52 35 U.S.C. § 282 (2011). 
53 See David G. Lindenbaum, supra note 40, at 55. 
54 35 U.S.C. § 273 (2011). 
55 David S. Abrams & Wagner R. Polk, Poisoning the Next Apple? How the America Invents 
Act Harms Inventors, 
Scholarship at Penn Law, Paper 389, (Aug. 31, 2011), http://lsr.nellco.org/upenn_wps/389 
(last visited Mar. 4, 2012). 
56 The Burdick Law Firm. AMERICA INVENTS IP BLOG, http://www.burdlaw.com/blog/, (last 
visited Mar. 4, 2012). 
57 Supra note 54, at 7.  
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changes, which will now be needed to effectively obtain and protect patent 
rights.  

 
 


